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DETAILED ACTION 
Notice to Applicant 

This communication is in response to the Decision by the Board filed February 
14, 2005 reversing and remanding the decision of the Examiner. Claims 1 - 21 are 
pending. 

In the Decision by the Board of Patent Appeals and Interferences mailed 
February 14, 2005 the rejections of Claims 1 - 21 were reversed. The reason for the 
reversal of Claims 1 - 21 was, in substance, that prior rejection failed to show "a 
transaction device having a card reader (claim 1), or a point of service terminal (claim 
1 1 and 12), that does not use proprietary software of a merchant software to complete a 
transaction." (see Board Decision, p. 2). The Examiner, however, has specific 
knowledge of a particular reference which demonstrates such obviousness. Therefore, 
under 37 CFR 1.198, prosecution is hereby reopened (see MPEP 1214.04). The new 
grounds of the rejection are detailed below. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-21 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. For example, the applicant has failed to 
describe the non-proprietary software, and has failed to describe what is meant by "to 
complete the transaction". 

It may be possible that by non-proprietary software the applicant merely means 
that the present invention is using well-known browsers, HTML, and/or TCP/IP for 
submission and/or transmission of data to the web server from the transaction device. 
However, the applicant has failed to describe the function or scope of the non- 
proprietary software, as the non-proprietary software is only limited in scope by the 
phrase "to complete the transaction." 

Regarding the phrase "to complete the transaction", although it may appear to be 
common sense what this means, it is possible that the applicant is misusing the phrase 
or may need to better define what is meant by it. For example, does "to complete the 
transaction" refer to the actual transfer of funds from one account, the payor's account, 
to another account, the payee's account, which completes the sales transaction or does 
"to complete the transaction" refer to the reading of data from the card by the user 
terminal device? Or does "to complete the transaction" merely refer to the complete 
transmission of transaction data to the web server? 

Additionally, one of ordinary skill in the art familiar with networks, TCP/IP or the 
OSI (Open System for Interconnections) 7-layer model would understand that the so- 
called transmission transaction, if that is truly what the applicant is referring to, actually 
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has at least three parts. There is a beginning part where the connections to the web 
servers are negotiated and established as in call admission control (CAC). There is a 
middle part where application layer data is passed back and forth. And there is a 
completion part where the connections are "torn down". Now since the non-proprietary 
software was not fully described one cannot honestly say what the metes and bounds 
are of the phrase "to complete the transaction". 

If the applicant's so called non-proprietary software is merely TCP/IP then surely 
the applicant is using the phrase non-proprietary software correctly. However, if the 
applicant has some other type of software that is being used to pass application layer 
data, then that software would not be getting used during the completion part of the 
transaction. 

Furthermore, Claim 21 specifies a web server processes the transaction without 
proprietary software but the applicant discloses using Netscape and Microsoft Internet 
Explorer. These are clearly proprietary software programs. Therefore, the applicant has 
failed to define this limitation in the specification. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1 - 3, 5 - 15, 17 - 19 and 21 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over Muftic (US Patent 5,850,442) in view of PR Newswire (General 

Instrument's Digital Interactive Cable TV Set-Top Terminals To Become The Latest 

New Acceptance Device For Smart Cards. PR Newswire. New York. December 10, 

1998. p.1). 

Regarding Claims 1-3 and 5-10, Muftic discloses method of performing a 
card transaction, the method comprising: 

■ accessing a web server (world wide web servers) using a transaction 
device (user terminal), wherein the web server includes commands for 
processing (authenticating parties, accessing information, ordering 
product and/or service) the transaction, (see col. 7, lines 16 - 45); and 

■ entering a transaction card (smart card) into a card reader of the 
transaction device (user terminal) in order to enter transaction information 
(smart tokens for party authentication) associated with the card (smart 
card) into the web server, (see col. 7, lines 1-15; col. 10, lines 26 - 43); 
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■ wherein accessing a web server comprises accessing a web page (home 
page) of the web server, and wherein the web page includes commands 
for processing the transaction (activating an order indication), (see col. 13, 
lines 28 -39); 

■ further comprising entering (inputting) additional transaction information 
(seller ID and amount) into the web server, (see col. 14, lines 37 - 58); 

■ using a keypad (keyboard) of the transaction device (computer), (see col. 
10, lines 27 -39); 

■ further comprising displaying information on a display device (display) of 
the transaction device (computer), (see col. 10, lines 27 - 39); 

■ wherein displaying information includes displaying an advertisement 
(yellow pages home page) downloaded from the Internet (network), (see 
col. 20, lines 19-37); 

■ wherein displaying information includes displaying an electronic coupon 
(insurance certificate) downloaded from the Internet (network), (see col. 
20, line 68 -col. 21, line 17); 

■ further comprising obtaining authorization (authentication) for the 
transaction through the web server, (see col. 12, line 5 - col. 14, line 62); 
and 

■ further comprising updating the commands of the web server (new 
additions to database/loading information into server), (see col. 12, lines 5 
-40). 
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Muftic does not teach a method wherein: 

■ the transaction device does not utilize proprietary software of a merchant 
service provider to complete the transaction: and 

■ wherein entering additional transaction information includes entering 
additional transaction information using a keypad of the transaction 
device. 

Utilization and implementation of non-proprietary software to complete card- 
based transactions is old and well known in the art of computer programming and 
ecommerce, as evidenced by PR Newswire which discloses the development of the 
Visa Open Platform, "a flexible non-proprietary platform that enables that fast and easy 
development of globally interoperable multiple application smart card systems." (see p. 
1). The Visa Open Platform has been accepted to allow transaction devices (GSM 
mobile phones) to complete transactions (load applications onto smart cards), (see p.1). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified Muftic by incorporating non-proprietary software onto the 
transaction device to complete the transaction, as disclosed by PR Newswire, allowing 
"fast and easy development" of said card-based system, furthering Muftic's stated 
motivation of developing a system for electronic transactions to occur over "an open 
network." (see col. 1, lines 19 - 22). 

Official Notice is taken that it is old and well known within the computer arts to 
use a keypad of the transaction device for inputting of information into a computer 
system. Therefore, it would have been obvious to one of ordinary skill in the art at the 
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time the invention was made to use a keypad of the transaction device, as disclosed by 
Muftic, for inputting of additional transaction information, allowing for easy data 
insertion. 

Regarding Claim 11, Muftic discloses a method of performing a card 
transaction, the method comprising: 

■ accessing a web server (world wide web server) using a point of service 
terminal (user terminal) having a web browser (Mosaic or web browser 
software) and a card reader, wherein the web server includes commands 
for obtaining authorization (authentication) of the transaction (see col. 7, 
lines 1 - 45; col. 10, lines 26 - 43; col. 12, lines 39 - 58); 

■ entering a transaction card (smart card) into the card reader in order to 
enter an account number (Credit_Card domain of smart token contains 
account name and number) associated with the card (smart card) into the 
web server (see col. 14, lines 20 - 33); 

■ responding (inputting) to prompts generated by the web server (displayed 
electronic charge slip) using the terminal (user terminal), (see col. 14, lines 
37 - 58); and 

■ obtaining authorization (authentication) for the transaction through the web 
server (col. 12, lines 39 - 58). 

Muftic does not teach a method of performing a card transaction, the method 
comprising: 
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■ wherein the point of service terminal does not utilize proprietary software 
of a merchant service provider to complete the transaction. 

Utilization and implementation of non-proprietary software to complete card- 
based transactions is old and well known in the art of computer programming and 
ecommerce, as evidenced by PR Newswire which discloses the development of the 
Visa Open Platform, "a flexible non-proprietary platform that enables that fast and easy 
development of globally interoperable multiple application smart card systems." (see p. 
1). The Visa Open Platform has been accepted to allow transaction devices (GSM 
mobile phones) to complete transactions (load applications onto smart cards), (see p.1). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified Muftic by incorporating non-proprietary software onto the 
transaction device to complete the transaction, as disclosed by PR Newswire, allowing 
"fast and easy development" of said card-based system, furthering Muftic's stated 
motivation of developing a system for electronic transactions to occur over "an open 
network." (see col. 1 , lines 19 - 22). 

Regarding Claims 12-15, further system claims would have been obvious from 
method claims rejected above, Claims 1 , 3 and 5 - 8, and are therefore rejected using 
the same art and rationale. 

Regarding Claims 17 - 19, Muftic discloses a method: 

■ wherein the card transaction involves a smart card, (see col. 10, lines 26 - 
48); 
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■ wherein the transaction device comprises a point of service terminal 
(terminal) at a merchant or retail location (commercial establishments), 
(see col. 4, line 60 - col. 5, line 5); and 

■ further comprising transmitting information (drawing on line of 
credit/obtaining cash value) to and from a merchant service provider, (see 
col. 4, line 60 - col. 5, line 5). 

Regarding Claim 21, Muftic discloses a method of wherein: 

■ the web server processes the transaction, (see col. 7, lines 16 - 45). 
Muftic does not teach a method wherein: 

■ the web server processes the transaction without proprietary software. 
Utilization and implementation of non-proprietary software to complete card- 
based transactions is old and well known in the art of computer programming and 
ecommerce, as evidenced by PR Newswire which discloses the development of the 
Visa Open Platform, "a flexible non-proprietary platform that enables that fast and easy 
development of globally interoperable multiple application smart card systems." (see p. 
1). It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have modified Muftic and PR Newswire by incorporating non-proprietary 
software onto the web server to process the transaction, as disclosed by PR Newswire, 
allowing "fast and easy development" of said card-based system, furthering Muftic's 
stated motivation of developing a system for electronic transactions to occur over "an 
open network." (see col. 1, lines 19 - 22). 
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Claims 4, 16 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Muftic and PR Newswire, as applied to Claims 1 and 15, and further in view of 
Athing (US Patent 5,987,498). 

Regarding Claims 4, 16 and 20, Muftic discloses a method of performing a card 
transaction, the method comprising: 

■ further comprising entering (inputting) additional transaction information 
(seller ID and amount), (see col. 14, lines 37 - 58); 

■ further comprising displaying information on a display device (display) of 
the transaction device (computer), (see col. 10, lines 27 - 39); 

■ further comprising providing an electronic signature (digital signature), 
(see col. 13, lines 40-48). 

Muftic does not teach a method of performing a card transaction, the method 
comprising: 

■ wherein entering additional transaction information using a touch-sensitive 
screen of the device : 

■ wherein the display device comprises a touch-sensitive screen : and 

■ further comprising providing an electronic signature using a pen and the 
touch-sensitive screen. 

Athing discloses a method of performing a card transaction, the method 
comprising: 

■ wherein entering additional information using a touch-sensitive screen of 
the device, (see col. 6, lines 36 - 46); 
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■ wherein the display device comprises a touch-sensitive screen, (see col. 
6, lines 36 - 46); and 

■ further comprising using a pen (touch-screen pointing device) and the 
touch sensitive screen, (see col. 6, lines 35 - 46). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified Muftic and PR Newswire by incorporating 
conventional input and display devices such as a pen and touch sensitive screen, as 
disclosed by Athing, to further facilitate communication over the network. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason M. Borlinghaus whose telephone number is (571) 
272-6924. The examiner can normally be reached on 8:30am-5:00pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung Sough can be reached on (571) 272-6799. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




